Intellectual Property and the CRADA

We are often asked by researchers, and especially private industry, how intellectual property rights are handled under a cooperative research and development agreement (CRADA). As many of you know, a CRADA is a cost-shared research partnership where industry and the Department of Energy share costs and equipment in the research and development of a specific technology that is of high interest to the industrial partner and matches a DOE mission area. Who owns the rights to intellectual property that arises during the partnership is of interest to both parties. 

There are three basic scenarios in which intellectual property is handled in a CRADA contract: 1/ the company invents it 2/ Berkeley Lab invents it 3/ partners jointly invent it.

The company invents it

Industry partner can choose to own 100% of the invention. No licensing from Berkeley Lab is required.

Berkeley Lab invents it 

• A free option is offered to the industrial partner to an exclusive royalty-bearing license on any invention created by Berkeley Lab under the CRADA. (For reference, many companies and universities charge for the grant of an option.)

• An industry partner can exercise the option anytime within 6 months of receiving Berkeley Lab’s written disclosure of a CRADA invention.

• The industry partner has the right to extend the option for an additional year, or more (at a negotiated cost).

• The industry partner has the right to license the technology based upon a commitment to develop the technology and the payment of a license issue fee and sales royalties; both of which must be commercially reasonable.

Partners jointly invent it

On a joint invention, the company (as employer of the co-inventor) can use the invention. If it wishes an exclusive right, the company negotiates Berkeley Lab’s one half interest at a correspondingly lower rate.

Check out other CRADA-related information at: http://www.lbl.gov/Tech-Transfer/ER-LTR.html
